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FIRST NOTIFICATION OF OFFICE ACTION 



1. ^ Upon the Request for Substantive Examination, the examiner has made the examination on the 

above cited patent appHcation in accordance with the provision in paragraph 1, Article 35 of the 
PRC Patent Law. 

□ The SIPO uses its own discretion to make a substantive examination for the above cited patent 
application in accordance the provision in paragraph 2, Article 35 of the Chinese Patent Law. 

2. El The applicant designated the filing date of 

May 7, 2001 in the Patent Office of JP as the priority date; 

in the Patent Office of as the priority date; 

in the Patent Office of as the priority date; 

in the Patent Office of as the priority date; 

in the Patent Office of as the priority date; 

S the certified copy of Priority Document(s) has (have) been submitted. 

□ no certified copy of priority document has been submitted heretofore and, according to the 
provision of Article 30 of the PRC Patent Law, it is deemed that no priority right has been 
requested. 



3. □ The appUcant submitted the amended text on and , in which 

the J submitted on ^ does not comply with the provision of Rule 51 of the 

Implementing Regulations of the Chinese Patent Law. 

the submitted on does not comply with the provision of Article 33 of the 

PRC Patent Law;; 

4. El Examination is made based on the original filing documents. 
□ Examination is made based on the following documents: 



5. 



Description 



Claims 



Drawings 



Abstract 



page(s) 
Page(s) 
page(s) 
Page(s) 
page(s) 
Page(s) 

□ submitted on the filing date □ submitted on 



_of the original filing documents submitted on the filing date 

on , pages on 

_of original fihng documents submitted on the filing date 

on , pages on 

_of original filing documents submitted on the filiim^j 
_on , pages on 



Drawing of abstract □ submitted on the filing date □ submitted on 



RECEIVED 

MAY 1 0 2004 



□ The notification is made without conducting the search for the patentability. Tpphnolnnu PPfltPr 91/10 
la The notification is made under the search for the patentablity. icuiiiiuiuyy UCIIICI illUU 

E] The following references have been cited in tliis notification (their serial numbers will be 
referred to in the following procedure): 



Serial 
Number 


Number or Title of 
Reference Material 


Publication Date (or Filing Date of A 
Conflict Patent Application) 


1 


WO0122195A2 


March 29, 2001 


2 
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6. The conclusion of the examination: 
□ In regard to the description: 

□ The subject matter of the present application is not accepted based on the Article 5 of the 
Chinese Patent Law. 

□ The description does not comply with the provision of para.3, Article 26 of Chinese Patent Law. 

□ The description does not comply with the provision of Article 33 of Chinese Patent Law. 

□ The presentation of the description does not comply with the provision of Rule 18 of the 
Implementing Regulations of the Chinese Patent Law. 

S In regard to the Claims: 

□ Claims can not be allowed owing to lack of novelty based on the provision of paragraph 

2, Article 22 of Chinese Patent Law. 

E Claims 11-12 can not be allowed owing to lack of inventiveness based on the provision of 

paragraph 3, Article 22 of Chinese Patent Law. 

□ Claims cannot be allowed owing to lack of practical applicability based on the 
provision of paragraph 4, Article 22 of Chinese Patent Law. 

H Claims 1-7, 13-14 can not be allowed because they fall in the scope of the unpatentable 

subject matters provided by Article 25 of the Chinese Patent Law. 

□ Claims cannot be allowed because they are not in conformity with the provision of 

paragraph 4, Article 26 of Chinese Patent Law. 

□ Claims cannot be allowed based on the provision of paragraph 1, Article 31 of 

Chinese Patent Law. 

□ Claims can not be allowed because they claim an invention(s) that does not belong to 

the invention defined by the provision of paragraph 1, Rule 2 of ttie Implementing Regulations 
of the Chinese Patent Law. 

□ Claims cannot be allowed based on the provision of paragraph 1, Rule 13 of the 

Implementing Regulations of the Chinese Patent Law. 

g| Claims 8>1Q doesn't comply with Rule 20 of the Implementing Regulations. 

□ Claims doesnt comply with Rule 21 of the Implementing Regulations. 

□ Claims doesn't comply with Rule 22 of the Implementing Regulations. 

□ Claims ^ doesn't comply with Rule 23 of the Implementing Regulations. 

The explanation of the conclusion is given in the attachment sheet in details 

7. According to the above conclusion, the examiner holds that 

□ the applicant should amend the application documents based on the requirement specified in the 
Attachment Sheet. 

□ the applicant should state the reason on which the application can be accepted and amend the 
part that is indicated not to be in conformity with the requirement, otherwise the application will 
be rejected. 

g| No subject matter in the application is patentable, the said application will be rejected if the 
applicant does not make a statement or the statement is not convincing. 

8. The applicant's attention is drawn to the fact that 

(1) in accordance with the provision of Article 37 of the Chinese Patent Law, the applicant shall submit 
the observations within FOUR months from the date of receiving this notification. If the applicant, 
without any justified reason, fails to reply within the time limit, the application shall be deemed 
to have been withdrawn. 

(2) the amendment that the applicant makes shall be in conformity with the provision of Article 33 of 
the Chinese Patent Law. The amended text shall be furnished in duplicate. The formality of the 
amendment should be in conformity with the relative provisions of the Guidebook for Examination. 

(3) any response and/or amended specification must be furnished by mail or by hand to flie Receiving 
Department of the Chinese Patent Office. Any documents that are not furnished to the Receiving 
Department do not have legal effect. 

(4) the applicant and/or his attorney should not go to the PRC Patent Office to meet the examiner 
if no appointment is made. 

9. The text of the notification embraces page(s ), along with the enclosures herein: 

El L- copy of the cited references are enclosed in pages of 30 . 
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TEXT OF THE FIRST OFFICE ACTION 

As illustrated in the Description, the present application relates to legal 
reasoning analysis methodology and device. Upon examination, opinions are 
provided as follows. 

1. Claim 1 claims a method for analyzing legal reasoning for determining a 
lav/, the method comprising presenting a legislative objective of the law via 
a computer network; determining an initial law corresponding to the 
legislative objective; presenting an initial image that does not fit in with the 
initial law via the computer network, potentially obstructing the legislative 
objective; and detennining a second law by revising the initial law to 
remove the potential obstruction caused by the initial image that does not 
fit in with the initial law. The Description records a method for analyzing 
legal reasoning for deriving a final law; by determining the legislative 
objective, detemiining an initial law corresponding to the legislative 
objective, presenting an initial image potentially obstructing the legislative 
objective, and revising the initial law to remove the potential obstmction 
caused by the initial image, the method realizes the analysis and 
derivation of a final law. Although claim 1 mentions of presenting a 
legislative objective of the law and of presenting an initial image that 
potentially obstmcts the legislative objective via a computer network, the 
transfening of information via a computer network pertains to common 
means frequently employed by those skilled in the art. The legal reasoning 
methodology described in claim 1 is, instead of a technical solution 
employing law of natural, in essence a piece of rule and method instructing 
people to meditate, recognize, judge and reason information to determine 
a law on the basis of transferring information via a computer network to 
detemiine the legislative objective and the initial image; with its 
contribution to the prior art being only its portion belonging to rules and 
methods for mental activities. Therefore, the legal reasoning methodology 
described in claim 1 can not be granted a patent right, as it belongs to 
njles and methods for mental activities against which no patent right can 
be granted as prescribed under the provisions of Article 25, paragraph 1, 
item (2) of the Chinese Patent Law. 

2. Although the additional technical feature of claim 2 mentions of presenting 
the second law via the computer network, the transferring of information 
via the computer network pertains to common means frequently employed 
by those skilled in the art; and it is in essence a legal reasoning 
methodology presenting result of the reasoning via the computer network. 
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rather than a technical solution utilizing law of natural, with its contribution 
to the prior art being only its portion belonging to rules and methods for 
mental activities. For the same reasons mentioned above, claim 2 can be 
granted neither. 

3. The additional technical feature of claim 3 further defines the presenting 
the image that does not fit in; except for Hhe computer network being 
accessible by a plurality of participants', the rest of the features all make 
specific definitions to the process of deterrhining the image that does not fit. 
in; whereas the feature of 'the conriputer network being accessible by a 
plurality of participants' is a common means frequently employed by those 
skilled in the art; therefore, claim 3 is in essence a legal reasoning 
methodology further particularizing and analyzing the reasoning process, 
rather than a technical solution utilizing law of natural, with its contribution 
to the prior art being only its portion belonging to rules and methods for 
mental activities. For the same reasons mentioned above, claim 3 can not 
be granted. 

4. The additional technical feature of claim 4 is a common means frequently 
employed by those skilled in the art, because of the same reasons as 
commented on claim 3 whereby no patent right can be granted to legal 
reasoning analysis methodology, this claim can neither be granted. 

5. Claim 5 is a further particularization of the reasoning methodology 
recorded in claim 1, and it is in essence a legal reasoning methodology 
further particularizing and analyzing the reasoning process, rather than a 
technical solution utilizing law of natural, with its contribution to the prior art 
being only its portion belonging to rules and methods for mental activities. 
By the same token as mentioned above, claim 5 can neither be granted. 

6. Claim 6 claims a method for creating a legal map depicting legal reasoning 
for determining a law; this method is in essence a legal reasoning 
methodology for determining a law and a representation of the reasoning 
methodology by a triangle unit. This method itself rests with the subjective 
thinking of human beings and artificial rules with a nature of being 
prescribed, and it does not adopt technical means or utilize law of natural, 
thereby not constituting a technical solution as prescribed under the Patent 
Law, and thus belonging to rules and methods for mental activities, against 
which no patent right can be granted under the provisions of Article 25, 
paragraph 1 , item (2) of the Chinese Patent Law. 

7. The additional technical feature of claim 7 is a further particularization of 
the legal map method describe in claim 6; it is in essence a method of 
legal map further particularizing the process. Because of the same 
reasons as commented on claim 6 whereby no patent right can be granted 
to the method of legal map, claim 7 can neither be granted. 

8. Claim 8 claims a computer readable medium for storing a computer 
program that enables analysis of legal reasoning to derive a law relating to 
an objective; this claim pertains to product claims, in which definition 
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should be made by the structural features of the product. Yet this claim 
merely makes definition to the computer readable medium by the data 
structure recorded thereon, which brings unclarity to the protection scope 
of this claim, and thus breaching the provisions of Rule 20, paragraph 1 of 
the Implementing Regulations of the Chinese Patent Law. 

9. Claims 9 and 10 make further definitions to the data structure recorded in 
the computer readable medium claimed in claim 8. Both of the two seek to 
protect a kind of computer readable medium, so they pertain to product 
claims, in which definition should be made by the structural features of the 
product. Yet these claims merely make definition to the computer readable 
medium by the data structure recorded thereon, which brings unclarity to 
the protection scopes of these claims, and thus breaching the provisions of 
Rule 20, paragraph 1 of the Implementing Regulations of the Chinese 
Patent Law. 

10. CIaim 11 claims a system for analyzing legal reasoning for determining a 
law. Reference 1 (D1 hereinafter) of the same technical field with the 
present invention discloses a system for managing connections between a 
client and a server, with its technical features being specifically disclosed 
as follows: the central processing unit of the system (indicated by refen-al 
sign 116 in D1) is connected to the server (indicated by referral sign 106 in 
D1), the server being accessible by a plurality of user terminals (indicated 
by referral sign 109 in D1) via a packet switched data network (indicated 
by referral sign 102 in D1), so that the central processing unit can receive 
information from user tenninals, and can also send information to user 
terminals via the server; the processing unit can execute command and 
program, thus enabling the server to execute its main functions (see from 
line 22 on page 4 to line 19 on page 5 of the Specification of D1, and its 
Fig. 1). A comparison between claim 11 and D1 shows their differences to 
be lying therein: the program mn by the central processing unit described 
in claim 11 is different from that run by D1, and the information transmitted 
between the central processing unit and the users in claim 11 is different 
from that of D1. However, the programs run by processing unit and the 
information transmitted between the processing unit and the users are 
those specific parts which can be artificially prescribed; these 
distinguishing features setting claim 11 apart from D1 do not help to argue 
that the system mentioned of in the present claim 11 possesses prominent 
substantive feature over the prior art. Therefore, the technical solution for 
which protection is sought in claim 11 does not conform to the provisions 
of Article 22, paragraph 3 of the Chinese Patent Law in terms of 
inventiveness. 

11. The additional technical feature of claim 12 is that: further comprising a 
memory data base connected to the central processing unit; but this 
additional technical feature has already been disclosed in D1 (referral 
signs 110, 112 and 114 in D1), with the two differing only in the data stored 
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in the memory. However, the data stored in the memory is that specific part 
which can be artificially prescribed; the difference in the data stored in the 
memory does not help to argue that the system mentioned of in the 
present claim 12 possesses prominent substantive feature over the prior 
art. Therefore, the technical solution for which protection is sought in claim 
12 does not conform to the provisions of Article 22, paragraph 3 of the 
Chinese Patent Law in terms of inventiveness. 

12. Claim 13 claims a method for analyzing Tegal reasoning for deriving a final 
law. This method itself rests with the subjective thinking of human beings 
and artificial rules with a nature of being prescribed, and it does not adopt 
technical means or utilize law of natural, thereby not constituting a 
technical solution as prescribed under the Patent Law, and thus belonging 
to rules and methods for mental activities, against which no patent right 
can be granted under the provisions of Article 25. paragraph 1, item (2) of 
the Chinese Patent Law. 

13. Claim 14 is a further particularization of the reasoning method described in 
claim 13; it is in essence a method of legal reasoning particularizing the 
process. Because of the same reasons as commented on claim 13 
whereby no patent right can be granted to method of legal reasoning, this 
claim can neither be granted. 

In view of the reasons enumerated above, the present application can not 
be granted a patent right as of now. At the same time, nothing else of 
substantial contents is recorded in the Description; therefore, even if the 
applicant makes further definition to the claims based on the present 
Description, this application doesn't have a prospect to be granted. If the 
applicant could not, within the time limit of four months as specified in this 
Office Action, lodge convincing reasons to the rebuttal of the circumstances 
for rejection stipulated under Rule 53 of the Implementing Regulations of the 
Chinese Patent Law, the present application would be rejected under the 
provisions of Article 38 of the Chinese Patent Law. 
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